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DETAILED ACTION 

1 . It is noted that the applicant intended to claim the priority date of Japanese 
application (JAPAN 2003-421704). However, it is not perfected because a 
certified English translation has not been provided. 

Claim Objections 

2. Claim 1 is objected to because of the following informalities: The structure of the 
norbornane lactone (meth)acrylate in claim 1 is incorrect and has been confirmed 
by attorney James Ollif. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

4. Claims 1-5 are rejected under 35 U.S.C. 102(a) as being anticipated by 
Nishimura et al (US 2006/0234154 - WIPO publication WO 2004/061525 A1 is 
used for date purposes and the US equivalent is referred to in the rejection 
below) 

Nishimura et al disclose a radiation sensitive resin composition comprising 
acid labile group containing resin with a recurring unit of the formula (I) where R 1 
individually represents a hydrogen atom, methyl group. R 2 individually 
represents a monovalent alicyclic hydrocarbon group having 4 to 20 carbon 
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atoms or a linear or branched alkyl group having 1-4 carbon atoms provided at 
least one of R 2 groups is an alicylic hydrocarbon group (paragraph 0006-0007). 
Formula (I) reads on the monomer of claim 3. The acid labile group containing 
resin comprises preferably, in addition to the recurring unit of formula (I), at least 
one of the recurring units of the following formula (2). In the formula (2), R 1 is the 
same as that defined for formula (I). In the formula (2), "A" indicates a single 
bond or a linear or branched alkylene group, mono or dialkylene glycol group and 
"B" represents a single bond or an alkylene group (paragraph 0021-0023). As 
preferable examples of the monomers shown by the formula (2-1), monomers of 
formula (2-1-3, 2-1-5 and 2-1-7) can be given and reads on the general formula 
(I) of claim 1 . The weight average molecular weight of the acid labile group 
containing resin is usually 1,000 to 300,000, preferably 2,000 to 200,000 
(paragraph 0098).The radiation sensitive resin composition has high 
transmittance of radiation, superior basic properties as a resist (paragraph 0206). 
Therefore, Nishimura et al anticipates the instant invention. 

5. Claims 1-5 are rejected under 35 U.S.C. 102(a) as being anticipated by 
Nishimura et al (JP 2004-210917). 

Nishimura et al disclose a (meth)acrylic polymer high in transparency to 
radiation, excellent in basic properties as a resist. The (meth)acrylic polymer 
contains the repeating unit represented by formula (I) wherein R represents 
hydrogen or methyl group, A is represented by -(-(1-12 C alkylene group)-0-) m , 
wherein "m" represents an integer of 1-3 and an oxygen atom bonded to an 
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alkylene group is bonded to a norbornane ring derivative (abstract). In addition, 
the (meth)acrylate polymer includes a repeat unit expressed by the formula (3) 
wherein R is represented by hydrogen atom or methyl group and R 2 is 
represented by alkyl group of an alicyclic hydrocarbon radical having 4-20 carbon 
atoms or linear chain having 1-4 carbon atoms (paragraph 0006) and reads on 
comonomer of claim 3. In formula 1-2, "B" is an alkylene group (paragraph 
0011). See formula 7 and 8 (paragraph 0012) for the general formula of claim 1. 
The molecular weight of acrylic polymer is usually 1 ,000 to 300,000, preferably 
2,000 to 200,000 (paragraph 0027). 

Therefore, Nishimura anticipates the instant invention. 

Conclusion 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Karuna P. Reddy whose telephone number is 
(571)272-6566. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, David Wu can be reached on (571) 272-1 114. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
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Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 



Karuna P Reddy 
Examiner 
Art Unit 1713 
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